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APPLICATION FOR PATENT TERM ADJUSTMENT UNDER 37 CF,R, l,705(b) 

Sir: 

The Applicant respectfully submits this Application for Patent Term Adjustment to 
request reconsideration of the patent term adjustment determination for the above-identified 
application that was provided in the Notice of Allowance. This Application for Patent Term 
Adjustment is being filed concurrently with the payment of the issue fee for this application and 
is therefore timely under 37 C.F.R. § 1.705(b). As required by §1.705(b)(l), the Applicant 
expressly authorizes the Commissioner to charge the required fee for this Application 
under 37 C.F.R. § l,18(e) for Patent Term Adjustment to Sidley Austin, LLP's Deposit 
Account Number 18-1260 . Pursuant to § 1.705(b)(2), the Applicant provides the following 
statement of facts . 

As detailed below, the Applicant believes that the patent application is entitled to 298 
days of patent term adjustment due to delay by the United States Patent and Trademark Office 
("PTO"). However, on January 24, 2007, the PTO issued a Notice of Allowance for the above- 
identified application that includes a Determination of Patent Term Adjustment under 35 U.S.C. 
154(b) indicating the patent term adjustment date is 0 days. Applicant believes that the patent 
term adjustment date noted in the Notice of Allowance is incorrect and respectfully requests 
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Application for Patent Term Adjustment under § 1.705(b) 

reconsideration. Pursuant to § 1.705(b)(2)(iii), Applicant notes that the application i$ not subject 
to a terminal disclaimer. 

Current Term Adjustment Calculation Provided in The Notice of Allowance 

The PTO's explanation of the patent term adjustment for the application is provided in 
the Patent Application Information Retrieval ("PAIR'*) system (Attachment A). As indicated in 
the PAIR document, the PTO calculated the period of adjustment in patent term due to 
examination delay under § 1 ,703(a)-(e) as 432 days and the reduction in the period of adjustment 
under § 1.704 due to Applicant delay as 576 days. 

Specifically, the total 432 days of examination delay under § 1.703(a)-(e) includes 42 
days related to the initial response to the filing of the application, 1 day related to the final 
rejection, and 389 days related to the issuance of the Notice of Allowance after an appeal brief 
was filed. The Applicant believes that the 432 days of examination delay is correct. 

With respect to the reduction in the period of adjustment for Applicant delay under 
§ 1.704, however, the PTO's calculated total of 576 days includes 90 days related to a response 
to an Office Action filed on December 5, 2003 3 44 days related to the filing of a Notice of 
Appeal on August 1 9 9 2004 s and 442 days related to the filing of an Appeal Brief and 
Supplemental Response on August 3 1 , 2005 and November 16, 2006, respectively. Applicant 
agrees with the reduction in the period of adjustment for Applicant delay regarding the 44- and 
90-day periods discussed above and provided in the PAIR document. However, as described 
below in detail, the Applicant does not believe that the 442-day period pertaining to the Appeal 
Brief and Supplemental Response filed on August 31, 2005 and November 16, 2006 is Applicant 
delay under § 1.704. As such, the Applicant believes that the total Applicant delay is 134 days 
(ie. s 90 days plus 44 days). 

Incorrect Calculation Regarding the 442-day Period Under S 1>704 

The PAIR document provides that there is a reduction in the period of adjustment due to 
Applicant's delay of 442 days beginning on August 31, 2005, when the Applicant reinstated an 



2 



PAGE 3/13 * RCVD AT 4/24/2007 9:52:48 AM [Eastern Daylight Time] * SVR:USPTO-EFXRF-3/21 * DNIS:2738300 * CSID:202 736 8714 * DURATION (mm-ss):03-54 



04/24/07 09:5 3 FAX 202 736 8714 



SA-LLP-DC 



@004 



Patent Application No. 10/015,967 Attorney Docket No. 22338-501 (P1447R1) 

Application for Patent Term Adjustment under § 1.705(b) 

appeal and filed a Supplemental Appeal Brief, until November 16, 2006, when the Applicant 
filed a "Supplemental Response," The Applicant does not believe that this 442-day period is a 
proper reduction in the period of adjustment under § 1 .704. Applicant believes that the 
calculation error occurred because the PAIR document does not accurately reflect the 
transactions that occurred during the prosecution of the application. 

Specifically, as indicated above, the Applicant reinstated an appeal and filed a 
Supplemental Appeal Brief ("Applicant's Brief 0 on August 31, 2005. The appeal was reinstated 
because the Examiner had previously issued an Office Action imposing a new final rejection and 
re-opening prosecution. After the Appeal Brief was filed, however, the PTO failed to respond to 
the brief until it mailed the Notice of Allowance on January 24, 2007. Due to the PTO's failure to 
respond to the appeal brief, the applicant submitted a status request for the application on August 
30, 2006. In response to that request, the Examiner contacted the undersigned Attorneys for the 
Applicant on November 2, 2006 to inform them that the application contained allowable subject 
matter, assuming certain amendments to the claims would be made. During the November 2, 
2006 interview, the Examiner and the Applicant, through its attorneys, reached agreement 
regarding the claims. The Applicant indicated that it would submit a supplemental amendment 
and information disclosure statement so that the agreed upon claim amendment would be made 
and prosecution concluded. The Interview Summary form for the November 2, 2006 interview is 
provided in Attachment B. On November 16, 2006, pursuant to the interview, the Applicant 
submitted a Supplemental Amendment and Information Disclosure Statement ("Supplemental 
Response"). The Supplemental Response notes the interview on November 2 and states that the 
response and amendment were filed pursuant to the interview. See Supplemental Response, page 
4. 

The PAIR document, however, does not include the Interview Summary for the 
November 2, 2006 interview or reflect the fact that the Applicant's Supplemental Response was 
submitted at the request of the Examiner during that interview. Rather, the PAIR document 
simply notes that the Supplemental Response was submitted 442 days after the Applicant's Brief. 
As such, the PTO improperly counted that entire period as Applicant delay under § 1.704. 
Section 1 .704(c)(8) provides that the patent term adjustment should not be reduced with respect 
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to "a supplemental reply or other paper expressly requested by the examiner." According to the 
PTO, a supplemental reply requested by the examiner includes "a supplemental amendment 
carrying into effect agreements reached between the applicant and the examiner" (see 65 Fed. 
Reg, 56366, 56385 (Sept. 18, 2000)). The Applicant asserts, therefore, that the time period , 
between the filing of the Applicant's Brief of August 31, 2005 and the Supplemental Response 
of November 16, 2006 should not have been counted against the Applicant because, under 
§ 1.704(c)(8), the Supplemental Response was filed to carry into effect the agreement reached 
between the Applicant and the Examiner during the November 2, 2006 interview. 

Final Proposed Calculation of the Patent Term Extension 

For the foregoing reasons, the Applicant believes that the reduction in the period of 
adjustment due to Applicant delay is 134 days (576 - 442 (the incorrectly charged time period) « 
1 34). As such, the Applicant believes that the correct total patent term adjustment for the above- 
identified application is 298 days (432 - 134 - 298) (see 37 C.F.R. § 1.703(f)). 

The Applicant notes that a final patent term adjustment is determined based upon the 
actually issue date of the patent See, e.g., 37 Ci\R. § 1.702. Accordingly, the Applicant 
reserves the right to make additional arguments regarding the patent term adjustment provided 
by the PTO based on the actual date of issuance of the patent. 



Respectfully submitted, 



April 24, 2007 




David A. Steffes / 
Registration No. 46,042 
Attorney for Applicant 



SIDLEY AUSTIN LLP 
1501 K Street, N.W. 
Washington, D.C. 20005 
(202) 736-8000 
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Patent Term Adjustments 



Patent Term Adjustment (PTA) for Application Number: 10/015,967 



Filing or 371(c) Date: 
Issue Date of Patent: 
Pre-Issue Petitions (days): 
Post-Issue Petitions (days): 
USPTO Adjustrnent(days): 



12-07-2001 USPTO Delay (PTO) Delay (days): 
Three Years: 

+0 Applicant Delay (APPL) Delay (days); 

+0 Total PTA (days): 

+0 Explanation Of Calculations 



432 

576 
0 



Patent Term Adjustment History 



Date Contents Description 

01-24-2007 Mail Notice of Allowance 

01- 22-2007 Notice of Allowance Data Verification Completed 
12-14-2006 Date Forwarded to Examiner 

11- 16-2006 Supplemental Response 

08- 30-2006 Miscellaneous Incoming Letter 

09- 09-2005 IFW TSS Processing by Tech Center Complete 

12- 14-2006 Date Forwarded to Examiner 
08-31-2005 Appeal Brief Filed 

08- 31-2005 Notice of Appeal Filed 
06-03-2005 Mail Non-Final Rejection 
05-31-2005 Non-Final Rejection 
03-24-2005 Date Forwarded to Examiner 
03-18-2005 Appeal Brief Filed 

03-18-2005 Request for Extension of Time - Granted 

03-23-2005 Mail Advisory Action (PTOL - 303) 

03- 18-2005 Advisory Action (PTOL-303) 

02- 23-2005 Date Forwarded to Examiner 
02-15-2005 Amendment/Argument after Notice of Appeal 
02-15-2005 Request for Extension of Time - Granted 

09- 21-2004 Mail Advisory Action (PTOL - 303) 
09-20-2004 Advisory Action (PTOL-303) 
08-31-2004 Date Forwarded to Examiner 
08-19-2004 Amendment/Argument after Notice of Appeal 
08-19-2004 Notice of Appeal Filed 

08-19-2004 Request for Extension of Time - Granted 

08-19-2004 Request for Extension of Time - Granted 

08-19-2004 Workflow incoming amendment IFW 

04- 06-2004 Mail Final Rejection (PTOL - 326) 
04-05-2004 Final Rejection 

12-05-2003 Information Disclosure Statement (IDS) Filed 

02-04-2004 Date Forwarded to Examiner 



PTO(Days) APPL(Days) 

389 

442 



44 



1 
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12-05-2003 
12-05-2003 
06-06-2003 
06-02-2003 
04-11-2003 
04-07-2003 
03-07-2003 
03-21-2003 

03- 20-2003 
01-21-2003 

04- 08-2002 
08-09-2002 
08-09-2002 
06-05-2002 

06-05-2002 

06-05-2002 

06- 05-2002 

07- 03-2002 

05- 15-2002 

04-16-2002 
04-12-2002 
12-07-2001 



Response after Non-Final Action 
Request for Extension of Time - Granted 
Mail Non-Final Rejection 
Non-Final Rejection 
Date Forwarded to Examiner 
Response to Election / Restriction Filed 
Information Disclosure Statement (IDS) Filed 
Mail Restriction Requirement 
Requirement for Restriction / Election 
Case Docketed to Examiner in GAU 
Information Disclosure Statement (IDS) Filed 
Application Dispatched from OIPE 
Application Is Now Complete 
Additional Application Filing Fees 

A set of symbols and procedures, provided to the PTO on a 
set of computer listings, that describe in 

Small Entity Statement (37 CFR 1.27) 

A statement by one or more inventors satisfying the 
requirement under 35 (JSC 115, Oath of the Applie 

CRF Is Good Technically / Entered into Database 

Notice Mailed— Application Incomplete— Filing Date 
Assigned 

IFW Scan & PACR Auto Security Review 
IFW Scan & PACR Auto Security Review 
Initial Exam Team nn 



90 



42 
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United States Patent and Trademark Office 



Crtturt3siona-faf Patents 
Unted Stales Potent ^ Trader*^ Offe 
P.O. Box 1450 
MttG*>dria,VA 22313^1450 



F 



A W 



ttate 15 Nov 2006 



TmGsryVeron 



Fax New 200-736-8711 



Voices Nou 202-736*387 



Re: inAerviwajmrnary 



AppGcafion/ttrntral Nuniien 10015.967 



Rome Dong Ji^XJ 



Art Unit: 1646 



Phone Na4 571-272-0872 



Return Fax New (571)2733300 



CC: 



□ Urgent □ For Review □ ForCommcrtt □ For Reply [><] Per Your Request 



Comments: 



Number of pages 4 including this page 

^— ~ ii ^ .. - 

STATEMENT OF CONFIDENTIALITY 

Thw facsimfle Iransmiasjon is an Official U.S. Government document which may contain information which is privileged and 
confidential. It Is intended only for use of the recipient named afoovo. If you are not the intended recipient, any dissemination, 
distribution or copying of this document slrictly prohibited. If thfe document Is received in error, you fire requested to 
immediately notify the sender at the above indicated telephone number and return the entire document in an envelope 
addressed to: 

Commissioner for Patents 
P.O. Box 1460 
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Interview Summary 



Application No. 

10/015.967 
Exsim friar 



Applicants) 
EATON ET AL 



Dong Jiang 



Ait Unit 
1646 



AQ participants (applicant, applicant's representative, PTO personnel): 

n) Dona Jiang. p) OpvMaeflte 

(2) Gary Veron. & -* 

Date of interview; 02 November 2006. 

Type- a)!3 Telephonic b)D Video Conference 

' cp Personal [copy given to: 1)D applicant 2)0 applicant's representative] 

Exhibit shown or demonstration conducted: d)Q Yes e)K No. 
If Yes. brief description: 

Cla?m(s) discussed: gg-3 q and 41-43. 

Identification of prior art discussed: . 

Agreement with respect to the claims f)Q was reached. g>S was not reached. h)Q N/A. 

Substance of Interview including description of the general nature of what was agreed to if an agreement was 
reached, or any other comments: Sec Continuation Sheet 

(A fuller description, if necessary, and a copy of the amendments which the examiner agreed wouW render the claims 
allowable. If available, must be attached. Also, where no copy of the amendments that would render the daims 
allowable is available, a summary thereof must be attached.) 

THE FORMAL WRITTEN REPLY TO THE LAST OFFICE ACTION MUST INCLUDE THE SUBSTANCE OF THE 
INTERVIEW (See MPEP Section 713.04). If a reply to the last Office action has already been Wed, APPLICANT IS 
GIVEN A NON-EXTENDABLE PERIOD OF THE LONGER OF ONE MONTH OR THIRTY DAYS FROM [THIS 
INTERVIEW DATE, OR THE MAILING DATE OF THIS INTERVIEW SUMMARY FORM, WHICHEVER IS LATER, TO 
FILE A STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. See Summary of Record of Interview 
requirements on reverse side or on attached sheet 



Examiner Note: You must sign this form unless it is an 
Attachment to a signed Office action. 




SSS" ^5» mB y P^r^ 20061 10, 
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Summary of Record of Interview Requirements 

^X^^rZ^ w#*mn«* with the exomtner was fetched at fr« Interview, 

Tftk tJ7 Code *f Regulations (CPR) § 1.1** Into"*"* 

paragraph l» . ^ reas0 ns presented at die mtervierf 

37 CFR §1 .2 Busio*t*a 1o be transacted m " f * n * . ^ ^ g, events trie Patc rf and 

T^on orient ar^Trad^K^ 
incornplete through the failure to record the substance of Interviews. «„hfttancB of an Interview of record in the application -file, unless 

Wervtawby eheddngthe appropriate boxes and filling «««£*J**J ?TSSS«? oTrfthe M^ ua J of PtfeAt Examining Procedure, or pdtfing 
■ retirements** which interview r<^rdatlon a *2T3£SlStaS£ SSSSbd totefyl«- recordation procedure, below. Where die 

put typographic errors or ^adabto ^^^Mn^^d^S^atar^ Interview Summary Record is required, 
substance of an interview Is completely recorded m an Examiners . nand porti on rf^e file, and listed on Iho 

TTio Form provides for recordation of the ^flowing Information: 

- Application Number (Series Cods and Serial Number) 

- Name of applicant 

- Name cf examiner 

- Date of interview 

- Type of interview (telephonic, vtieo -conference, or personal) 

_ Name of participants) (applicant, attorney or egcnl examiner, other PTO personnel, etc) 

- An "mdteation whether or not en exhibit was shown or a demonstration conducted 

attachment of a copy of amendment or clajms agreed as being auowawej. noxe. ^grwmcm j 
not restrict further action by the examiner to the contrary. . rVr . 

- ^edgnlVecf the examiner who conducted 1he«ew pf Fonnienot an attachment to a signed Office action) 

substance of the Interview. 

A complete and proper recordation of ftisubtfapo. of any Interview should Include at 1-ast the following appHcaWe Hems: 
1} A brief description of the nature of any exhibit shown or any demonstration conducted; 

2) an identification of the deiros discussed, 

3) an identiftefcion of the specific prior art discussed, ^,^h.«™k~aH unfeis these ere alresdv described on the. 

4) an Wenrjflcation of (he principal proposed amendments of a substantive nature d-scuased, unless these ere aireaoy qescnoeu. on 

Interview Summary Form com pie tad by the Examiner, .L— 

£q£2 l£e mIc^ of the arguments is Sufficient If ft. genial return « *ut tffhe pnnc** *» 
Seiner can be understood in the context of tie application file. Of course, ^^ c -tmay desire to emphasize end fully 
describe those arguments which he or she feels were or might be parsuasive to the examiner.) 

the examiner. 

Examiners are expected to carefully review the applicant's record of the substance of an Interview. If the record fe not complete and 
□ccuratB, ft. examiner wffl give the applicant an extendable one month time period to correct the record. 

Examiner to Cheek for Accuracy 
paptTreeorrilng the substance of the Interview along wfth the date and the examined initials. 
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Continuation Sheet (PTOL-413) 
Ration of Suo^n^^ 

agreement was reached « any < PftJ ^SS^SSI^vwuld remaindered under 35 
allowance with proposed claim amendment The ^™^™^ n , " and so% var iants); that claims 36 and 
U.S.C. 1 12. first paragraph, for J|»^^ ua ^en SX ^CnS^d be objected to 

amendment, and additional IDS for consideration. 
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